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COUNTER-STATEMENT OF QUESTIONS PRESENTED 


(1) When the strueture defined in a patent claim is 
anticipated by the prior art, except for differences which 
are so slight as to be found equivalent, can the claim be 
valid? 

(2) When the only difference between a claimed strue- 
ture and the prior art is that the claim defines a single 
part performing the same function as a plurality of parts 


in the prior art, can the claim be valid? 


(3) Can validity be properis predicated npon the mere 


miniaturization of a prior art device! 
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In the case at bar it « i ated that the 
validity would stand or fall on claim 1 and in ascertain: 
the differences between the prior art and the claims 


issue, the Trial Court made the following findings of fact: 


‘Bienengraber literally anticipates every element 
and feature of the structure described in the claims, 
exeept for their recitation that the tone bars are sup- 


ported on the keys and that the movement of the 
keys is limited by a key support ledge extending across 
the front of the piane. 


Sut these were two of the . ers 


limitations whieh the jury had to disregard in o 
» find the satent infringed.” 


findings, of course, will pot normally be dist 
unless *telearly erroneaus’*. Tere, they are well -apported 
by the recerd. This is apparent from oa simple 
ef elaim 1 of the patent iVek. 1. pare OZ} agai 


S27}, n faet, althoiry 
lie 
COMES TOTES 


Hot eontest 


finding= 


This resolve ~ 


Inara, 


direcths 


key motion i [wer 


MqtEL 
support ledge: and, having 


rf 


on their ease for validity, whieh finding 


totally destroy plaintiffs-appellants hope for validity. 


Having established that the only distinction upen which 


validity can rest is ‘tne difference’’, all of defendants’ 


elaberate allewations of great economies in manufacture, 
great coms snecess, ete, even if true, lose their 
signifieanee, As far as the claimed invention ts coneerned, 
it is virtually the same as Bienengraber, an 

tages or suevesses as may flow from that 

in the public domain before Musser. He may 

lucky enough to capitalize on then: commercially, but this 


does not tiean that he invented them. 


IV. Derespaxys-Apre.cers’ Derarep Repeiy 
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In their deseription of the 
to glorify the inventien bs 
and other features sueh as tts 
for mas production in tieodelead 
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When one actually look~ 


the Patent Offiee and a 

supposed to have been invented, one 
ritabilits on the tae 

were mounted directly on a rearward ext 
rather than being mounted on a rearwardly extending 

whieh ts act ‘d by the keys (Vel. —, p. 74). 
distinetion, in our view, contd hardly be called an imvention, 
i ix wel] settled in patent law that merely making a 

mm out of that which wos formerly more than o 
not inventive where no new function re 


pana v. Ronecant, "Supp. H44, 196 UT? 


(TEC. SDNY, F908); Monoplasttes, ine. v. Caldoz, 
168 USPQ 32s, say (2¢t'. Conn, 7} 


264 FL Supp. D7, 


Iiere no new function resulted in Bienengrater 


player pushed the key and thereby moved the tone 


into playing position, “The same takes place in Musser, 


It makes no ditference whatsoever to the funetion of the 
instrument whether the tone har is mounted on 


rearward extension of the key or on a linkage eleme 
extending rearwardly of the Key, 
Pisintiffs’ afatement af the imventian, therefore, ym $H0 


broad and misses the point, It deals with subject matter 


which is either ino the public domain or trot it the claim 


and in either ease nat available to pl YT to suppert 


elain of validity. 
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260 F 2d 977, 149 USPQ TOD. TIA (CLARO, 1966). Canadian 
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Ingersoll Rand Co. Ltd. v. Peterson Products of “an Mateo, 


292 FE. Supp. 802, 189 USPQ 61, 64 en (Dee N. Calif. 1965). 
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The reduction in size, however, could be regarded as com 
prising a ‘novel appearance’? due te which i “caught on 
as a fad or temporary style’. In any event, tt had gone 
completely off the market long prior to the present con 
troversy. 

In addition, the Musser device included a feature not 
involved in the present litigation, whieh may have account: d 
at least in part, for sueh temporary commercial success 


SR ; 
as it did enjoy. 


Thus. the Musser deviee included ** reson 


ating columns’ which the sound a continuons tone 
more like the sound ef an organ than the rapid percussive 
sound of the accused deviees whieh is much more like a 
hievele bell (see Vol. I, page 40, col. 1, lines 70-75; eol. 2, 
i The ‘resonating columns’ are covered bys 


10, 11, 12 not in issue in this ease, 
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contention fhat 


prope ordey is not well taken 


Prior to the trial, the parties agreed to trving the 


infringement issue separately from the validity and, first, 


before the trial of the validity issue. The parties recog- 
nized that this was a reversal of the normal order, but 
all coneerned were aware of the reasons for it and agreed, 
Therefore, plaintiffs’ objection now to the Court’s pro 
cedure of deciding infringement first and validits ~econd 
i< not well taken and contrary to plaintiffs’ concurrence 
thereim at the trial. 

Moreover, plaintiffs’ contention that the ~tandard 1 
ferent depending upon which issue is decided first, is 
correct. Ever since the famous "nose of wax’? ease, it has 
been settled law that the claims of a patent will he con 
strned in the same manner for validity as for infringement, 
White v. Dunbar, WO US. 47 C1Ns6), Tt follows, therefore, 
that if validity is decided first, the standard established for 
that decision must be employed in the validity issue which 


follows, as the Trial Court did in the ease at bar. 


(25) Plaintiffs’ re quest for a Parra interpreta- 
tion of the alaims so as to preserve their 
ratidity farts additionally because, Even if 


narrowly construed, they are invalid 


Plaintitfs wish the claims t He construed =o as to he 


specifieally and narrowly limited to the structure in which 


the tone bars are n ounted directly on an integral rearward 


extension of the key. We think that predicating invention 
on such a change ts ridiculous. Even if if were hetter to 
do so it would not he inventive, Not all improvements 
are patentable, There must be at least) an exercise of 
inventive skill, Sah ete i AE Og, MEL, US, ; 18? 
USPQ 449 (1976). In the case at bar, the difference upon 
which plaintiff predicates ‘nvention ix merely the change 
from a multi-part arrangement fo a single part element 
which does exactly the same thing. As such it Is not inven- 
tive, Mostantuono V. Poneont, supra; Monoplastics, Ine. 


v, Caldoz, Inc., supra. 


(6) The level of ordinary skill in the art is easily 
ascertainable from reading the references 


Plaintiffs contend that the level of ordinary skill in the 
art was not established by the Trial Court in this case 
prior to the decision of invalidity. Plaintiffs, however, 
agree that the prior art patents are easily understood by 
laymen (Vol. II, page 193) (See also page 5 of plaintiffs’ 
brief). Plaintiffs also agreed that there were no relevant 
facts which the Court could not determine with reference 
to the documents of record. From this it follows that the 
level of skill of the artisan is established by reference to 
the documents, and that the Court was in just as good 
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a position to do so as anyone else. 


CONCLUSION 


Claim 1 of the Musser patent is invalid for many reasons, 
but mainly because it is anticipated by Bienengraber in 
all ways except for differences which are so silght as to 
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have been found to be equivalent by the jury. Plaintiffs’ 
other points are not well taken, but even if true they cannot 


overcome the faet that there is no inventive distinction 


between Bienengraber and claim 1 of the patent in suit. 
A deeision affirming the decision of the Trial Court ts 
therefore respectfully requested. 
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